MARQUETTE UNIVERSITY

SPONSORED RESEARCH AGREEMENTS WITH INDUSTRY

To expedite the negotiating process insofar as possible, the Office of Research and Sponsored Programs (ORSP) has designed a number of pre-approved agreements which contain appropriate language for sponsored research agreements with industry.  What follows is an explanation of the key clauses and why they are of special concern to the University.  Consult with ORSP early in the process as you begin discussion with your industrial sponsor.  Before discussing the cost of the project with the sponsor, seek ORSP assistance in developing a project budget.  Work can only begin after an agreement is executed.

The Office of Research and Sponsored Programs is Marquette’s single point of contact for sponsored research agreements with business and industry, and it is the only Marquette office authorized to negotiate and sign contracts and intellectual property agreements on behalf of the University.  This centralization of services in the context of a private university offers significant advantages to faculty and their prospective industry partners in terms of convenience, consistency, and experience in building bridges between industry and academe.

Sponsored Research Agreements

Two of ORSP’s most common interactions with industry are through the Educational Research Agreement and the Graduate Research Assistantship Agreement.  Both are negotiated between a sponsor and the University when the sponsor is providing funding for a particular project.  In return, the Sponsor typically has first access to the results of the research and normally has some right to license inventions that are the fruit of the research.  In the case of the Graduate Research Assistantship Agreement, sponsorship of graduate students is the primary aim. 

Essentially, these agreements include terms and conditions, a statement of work, and a budget.  Together, they comprise a binding contract that—once executed—the University is bound to uphold.  In the most basic sense, a contract is an exchange of promises.  For sponsored research that translates into the promise of the University to perform specified research in exchange for the promise of the Sponsor to pay a specified amount of money.  Thus, a clear scope of work is needed to specify the University’s promise and a budget is needed to determine and specify the Sponsor’s promise.  The remainder of the contract—the terms and conditions—explain how the Sponsor and the University will treat one another during the relationship of exchanged promises.  The terms and conditions are no less important than the agreed upon price and the agreed upon research.  In fact it is these portions of the Agreement which are the most time consuming in the negotiating process.

Scope of Work

The scope of work for the project is developed collaboratively by the Sponsor and the Principal Investigator.  It should be developed in sufficient detail so that both parties clearly understand and agree on the work that will be done and what deliverables will result.  Either party can draft the scope of work but both sides must agree on the content.

Key Personnel

In the Educational Research Agreement, it is necessary to name the Marquette employee who will have primary responsibility for the work.  Normally, this is a Marquette faculty member holding a regular appointment.  In the Graduate Research Assistantship Agreement, both the graduate student and his or her faculty advisor are deemed key personnel.

So that the University does not enter into conflicting agreements, the Sponsor must warrant that it has no other research agreements, contracts, or financial arrangements with the Principal Investigator or with University employees.

Research

Since research by its nature is unpredictable and results cannot be guaranteed, University research is conducted on a “reasonable efforts” basis.  However, the project plan should be sensitive to the time constraints of the Sponsor, and specific tasks to be completed can be given.  The University will not accept contract provisions that guarantee or warrant the results, impose penalties for failure to make positive progress, or provide for withholding of payment if the Sponsor is not satisfied with the outcome.

In some cases, the Principal Investigator will have to identify and hire a graduate research assistant before the project can begin.  The Principal Investigator will use all reasonable efforts to do this promptly, but people are more available at some times of the year than at others.  The availability of staff to do the project should be part of the discussion of scope of work and schedule that is done before the contract is signed.

In the unlikely event that the Principal Investigator is unable to continue the work, the University will attempt to offer an acceptable substitute and the Sponsor should give reasonable consideration to the substitute.  The University would be in breach of the contract if a reasonable substitute cannot be found and the contract would be terminated.  The Sponsor would not be responsible for any non-cancelable obligations in this event.

Compensation

Contract research with the University is usually performed on a fixed-price basis.  In a “fixed price” award, the Principal Investigator agrees to accomplish project tasks described in the scope of work within a specific timeframe for a set dollar amount.  If the deliverables are not completed within the award period, the contract may be extended by an amendment to the agreement.  The award amount also remains constant, even if actual costs for the project are above or below it.  Any overexpenditures are the responsibility of the department, and unspent funds do not revert to the Sponsor.

The contract can be written for payments to be made on specific dates or after the completion of specific tasks.  In either case, the University can only promise to perform the tasks laid out in the scope of work; favorable research results cannot be guaranteed.  The Sponsor is responsible for the payment regardless.

Liability

Concern over product liability has prompted the University to request indemnification from the Sponsor for damages resulting from use by the Sponsor or its agents of the technology or materials developed in the research, or uses or sale of products made from the technology or materials.  The University will not be held liable for actions of the Sponsor, which are beyond the University’s control.

Termination

The Educational Research Agreement can be terminated by either party with or without cause.  If the University is significantly in breach of the contract terms and the breach is not corrected then the Sponsor can terminate the agreement without further obligation beyond costs incurred to that point.

However, if the Sponsor terminates the agreement for causes other than breach of contract, there may be non-cancelable costs which must still be paid.  For example, the University makes hiring commitments to research assistants on an academic term basis and must honor that employment commitment even if the project is terminated.

In the Graduate Research Assistantship Agreement, the termination rights are more limited.  Due to the employment commitment to the graduate student, termination by the Sponsor may only be made by semester and with thirty (30) days written notice.

The project Sponsor and the Principal Investigator should carefully manage the research relationship and notify the other and the University of any problems as soon as they are noticed.

Confidentiality

The Sponsor and the University both are committed to the protection of each other’s confidential information.  It is expected that the employees of the company already have signed a confidentiality agreement with their employer.  The Principal Investigator agrees to confidentiality terms by signing the Educational Research Agreement and must ensure that other University personnel who work on the project also sign confidentiality agreements consistent with the Educational Research Agreement.

As with any confidentiality agreement, both parties must be careful to clearly mark any confidential information that is being disclosed to the other and to do so in writing.  The Sponsor and Principal Investigator should also verify that all new University personnel that work on the project have signed a confidentiality or non-disclosure agreement.

Publication

As an educational institution, faculty and graduate students at the University must be permitted to publish the results of their work.  This does not mean that the Principal Investigator will always publish results, but he or she must be free to do so if they choose.

Publication can include poster sessions at meetings and web publishing as well as traditional journals.  For the graduate student, publication also includes research results presented in the student’s master’s thesis or doctoral dissertation.  The Sponsor, Principal Investigator and graduate student should maintain close communication about any publication plans.

This contract clause gives both parties time to review publications for their confidential information and to have patent applications filed before disclosure of results, or to prevent inadvertent disclosure of proprietary or confidential information.  The time period noted in the contract allows the Sponsor the opportunity to identify such confidential or proprietary information before the work is published.

Intellectual Property

The provisions of this clause attempt to balance the University’s responsibility to the public and the rights and interests of the Sponsor for intellectual property results of the project.  Federal grants and public bonds were the funding source for much of the research infrastructure that the Marquette community enjoys.  As such, the University takes ownership of University inventions in order to protect the public’s interests in potentially commercializable technology that may result from the project.  With this ownership, the University seeks to ensure that useful results of the project are developed and commercialized to the benefit of the public.  This clause also protects background intellectual property that might otherwise become the property of the Sponsor, particularly that developed by the faculty member prior to the current agreement.  

To the extent legally allowable, the University grants the Sponsor the option to acquire a royalty-bearing license to University inventions resulting from the project.  The license will give the Sponsor control over commercialization of University Inventions under certain negotiated terms and conditions.  

The University asserts no ownership or control over intellectual property developed or acquired by the Sponsor independent of the University.

These provisions satisfy the University’s Intellectual Property Policy, which was approved by the University on August 15, 1999.

Signatures

The signature lines are for individuals who have the authority to bind the University and the Sponsor.  The Principal Investigator also signs the agreement to acknowledge that he or she has read and agrees to abide by the terms of the agreement.  The signature of the Principal Investigator also insures that he or she understands his or her obligations under the agreement.  The agreement is not fully executed until all parties have signed.
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